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Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claim 14 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 14 includes parenthesis, which make this claim 
indefinite with respect to the gas component. Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1,2, 7, 8, 9, 13-16, 21, 22, 23, 27-33 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Huang. (US Patent No. 6,342,578) 

Huang discloses a resin comprising the reaction product of a polyester with a 
cyclic anhydride, which may contain additives, as required by Claim 1 . Huang further 
discloses the cyclic anhydride to be selected form the class consisting of succinic, 
glutaric, maleic and phthalic anhydride, as required by Claim 2, and the resin to be 
composed of terephthalate acid and ethylene glycol (Column 4 Line 22), as required in 
Claim 8. The amount of anhydride ranges from 0 to 200 microequivalents, (Column 1 1 , 



Application/Control Number: 10/773,490 Page 3 

Art Unit: 1712 

Table 6), as required by Claims 7 and 21. As required by Claim 9, Huang discloses the 
use of polyethylene terephthalate as the polyester resin as well as the use of 20 wt-% of 
isophthalic acid reacted with the polyethylene terephthalate resin to produce a 
copolymer (Column 4 Lines 54-57). The applicant uses the same anhydrides as Huang 
and thus the same melting point can be inferred, as required by Claims 13, 29 and 30. 
Huang discloses the said additives to be selected from a group consisting of pigments, 
dyes, fillers, branching agents (Column 5 Line 13-17), as required in Claim 14 and 
additives such as pigments, dyes and fillers are inferred to be nonreactive with the 
cyclic anhydride as required by Claim 27. 

Huang discloses a method for producing polymer chips from said resin, as 
required by Claim 15. The cyclic anhydride used for this method is selected from the 
class consisting of succinic, glutaric, maleic and phthalic anhydride, as required by 
Claim 16. The chip is made by the polycondensation of diols and diacids, ethylene 
glycol and terephthalate acid (Column 4 Lines 20-24), as required by Claim 22. The 
polyester chip is disclosed to be made of polyethylene terephthalate or a copolyester of 
polyethylene terephthalate with up to 20 wt-% of isophthalic acid as required by Claim 
23. The polyester chip could contain said additive from a group consisting of pigments, 
dyes, fillers, branching agents as required by Claim 28. 

A container obtained from blow molding, a process disclosed by Huang, is 
indistinguishable to one produced by injection molding, the process disclosed by the 
applicant, and thus the examiner finds that Huang has met the requirements of Claims 
32 and 33. 
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3. Claims 1, 2, 4, 15, 16 and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Malhotra. (US Patent No. 5,663,029) Malhotra discloses a method for 
producting a recording sheet, or "film" which comprises a substrate with a polyester 
coating that is further reacted with an aromatic anhydride and contains an optional filler. 
(See Abstract and Column 51 Lines 39-40) Malhotra includes the use of phenyl glutaric 
anhydride and diphenic anhydride as required by Claims 4 and 18. 

4. Claims 1, 2, 6, 15, 16 and 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Johnson et al. (US Patent No. 6,372,813) Johnson disclose a method to 
produce a solid support, or "film" and a polymer hydrogel containing one or more 
reactive sites for the attachment of biomolecules. Said polymer is disclosed to be a 
polyester in Column 4 Line 60. The polymer is reacted with dimethyl maleic anhydride 
and maleic anhydride to create the said reactive site; an attachment point for the 
biomolecule, or "additive", as required by Claims 6 and 20. 

5. Claims 1,2, 8, 10, 15, 22 and 24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Pfaendner et al. (US Patent No. 5,693,681 ) Pfaendner disclose a 
process for increasing the molecular weight of polyesters by heating a polyester with a 
tetracarboxylic acid dianhydride, or "cyclic anhydride" and a 

hydroxyphenylalkylphosphonic acid ester, or "additive". Said polyester is disclosed to 
be PBT (Column 4 Line 41) as required by Claim 10. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 1 1 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Huang in view of Yamamoto. (JP Patent No. 06100767A) Huang includes 

elements of the system as discussed above. Huang does not disclose the use of 

polyethylene naphthalate or a copolyester of a polyethylene naphthalate copolymer. 

Yamamoto teaches a resin of polyethylene naphthalate to be functionally equivalent to a 

resin formed by polyethylene terephthalate (See Abstract). 
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It would be obvious to one of ordinary skill in the art at the time of the invention to 
replace the polyethylene terephthalate in Huang with polyethylene naphthalate. 

7. Claims 2, 3, 5, 6, 16, 17, 19 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Huang in view of Moeller. (US Patent No. 6,630,050) Huang 
includes elements of the system as discussed above. Huang does not include the use 
of substituted succinic anhydride, substituted phthalic anhydride or substituted maleic 
anhydride. Moeller teaches the use of cyclic anhydrides to introduce ion-forming 
structural elements on OH-terminated oligomers (Column 5 Lines 20-40). He discloses 
a range of anhydrides, which will form functionally equivalent end groups on the 
oligomers, which include tetrahydrophathalic anhydride, dimethyl maleic anhydride and 
dodecenyl succinic anhydride, as required in the above Claims. 

It would be obvious to one of ordinary skill in the art at the time of the invention to 
interchange the above anhydrides with the anhydrides taught by Huang to tailor the 
reactivity of the cyclic anhydride with the polyester. 

8. Claims 12 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Huang in view of Saunders. Huang includes elements of the system as discussed 
above. Huang does not include the use of a polyamide. Saunders teaches that nylon 6 
and nylon 6,6 are produced in large quantities and are substantially cheaper than other 
nylons (pg 192). 



Application/Control Number: 10/773,490 Page 7 

Art Unit: 1712 

It would be obvious to one of ordinary skill in the art at the time of the invention to 
include in Huang the use of nylon 6 and nylon 6,6 as cheap alternatives for the polymer 
resin. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alicia M. Toscano whose telephone number is 571-272- 
2451 . The examiner can normally be reached on Monday to Friday 8:30 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



AMT 
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